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DETAILED ACTION 

The following office action is in response to the After Final Amendment filed on April 3, 2009. 
Claims 1-16 and 20 are pending. Claim 20 has been amended. The finality of the previous 
office action is withdrawn. 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 1-16 and 20 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

With respect to claim 1, applicant claims in lines 8-10 of claim 1, "without regard to the 
length of time that the finger is applied immediately preceding the removing and re-applying of 
the finger". This limitation is considered to be new matter as the specification does not support 
this limitation. Applicant indicates where support can be found in the specification on page 4, 
first paragraph, page 7, first full paragraph and original claim 3 and Figure 5. However, after 
review of the cited sections of the specification, there is no support for the limitation of "without 
regard to the length of time that the finger is applied immediately preceding the removing and re- 
applying of the finger". The cited portions of the specification teach that the timing after 
removing of the finger. 



Application/Control Number: 10/509,608 Page 3 

Art Unit: 2629 

With respect to claim 3, applicant claims the same limitation as in claim 1, in lines 15-16 
of claim 3. Therefore, rationale similar to claim 1 is apphed to claim 3. 

With respect to claim 20, applicant claims the same limitation as in claim 1, in lines 15- 
17 of claim 20. Therefore, rationale similar to claim 1 is applied to claim 20. 

As shown above, since the claimed limitation is not supported by the specification, the 
limitation of "without regard to the length of time that the finger is applied immediately 
preceding the removing and re-applying of the finger" will not be given patentable weight during 
examination. 

With respect to the dependent claims 2, 4-16, these claims are also rejected under 35 
use 1 12, first paragraph, as they depend upon rejected independent claims. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 ol' this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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3. Claims 1-16, and 20 are rejected under 35 U.S. C. 103(a) as being unpatentable over 
Wallace et al. (U.S. Patent No. 6,621,483) in view of Applicant's Admitted Prior Art (AAPA), 
and further in view of Bower (US-PGPUB 2002/0072915). 

With reference to claim 1, Wallace et al. teaches a method and apparatus (1) for 
navigating on an electronic device (see column 2, lines 46-65) wherein a member (1) for 
navigating is controlled by applying a finger (6) of a user to the member (1); characterized in that 
navigating by removing the finger from the member (1) and re-applying it to the movable 
physical member within a set time limit (see absfract; column 5, lines 6-33). Wallace fails to 
teach a hierarchically organized menu system in the electronic device. Applicant's admitted 
prior art (hereinafter AAPA) on page 1, lines 22-25 of the specification teach where it is well 
known in the art for hierarchically structured menu system is commonly known in elecfronic 
devices, such as computers, mobile telephones, PDAs (Personal Digital Assistant), etc, further, 
on page 1, lines 35-page 2, line 10, AAPA teaches where a joystick is employed in the method of 
navigating in a hierarchically organized menu system. It would have been obvious to one of 
ordinary skill in the art to include the hierarchically organized menu system in the electronic 
device of Wallace et al as the elecfronic device of Wallace et al is a computer (col. 1, lines 47- 
48) and where it is contmion to employ the menu system in a computer based elecfronic devices 
(AAPA, page 1, lines 22-25). 

Wallace as modified by AAPA fails to teach navigating in a backwards direction by 
removing the finger from the movable physical member and re-applying the finger to the 
movable physical member within a set time limit. Bower teaches on page 4, paragraph 0043, 
using an input device, whereby removing the finger from the movable physical member and re- 



Application/Control Number: 10/509,608 Page 5 

Art Unit: 2629 

applying the finger to the movable physical member within a set time limit (shown by the double 
click) navigates backwards (move back to the previous hyperlink or to other logical steps on the 
page). It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to include the feature of navigating backwards as taught by Bower into Wallace as 
modified by AAPA as the backwards navigation enable users to return to previous links (Bower, 
page 4, paragraph 0043). 

With reference to claim 3, Wallace et al teaches all the limitations as set forth in claim 1, 
and fijrther, Wallace et al. also teaches sensing means (2, 9) for sensing a finger (6) is applied to 
the user surface (5) of the member (1), wherein the sensing means is eclectically connected to a 
timer (40) arranged to start counting when the finger (6) is removed from the user surface of the 
member (1) and to stop when the finger (6) is re-applied to the user surface (5) of the member (1) 
(see column 4, line 60-column 5, line 46; column 8, line 37-column 9, line 8). 

While Wallace as modified by AAPA and Bower teach wherein said electronic device is 
arranged to perform a step backwards in a hierarchy of commands in the hierarchically organized 
menu system following said sensing means detecting that finger is re-applied to the user surface, 
there fails to be a teaching of where the timer counting is below a set limit. Examiner takes 
Official Notice that the timer counting is below a set limit is well known in the art. It would 
have been obvious to one of ordinary skill in the art to include where the timer counting is below 
a set limit into the input device system of Wallace as modified by AAPA and Bower as the 
double clicking feature taught by Bower requires a set time limit in order for implementation as 
is well known in the art. 

With reference to claim 20, see rejections of claims 1 and 3, above. 
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With reference to claim 2, Wallace et al. teaches that the set time limit is below a few 
seconds (see column 8, line 63-column 9, line 8). 

With reference to claim 4, Wallace et al. teaches that the sensing means comprises an IR 
diode (2) and an IR detector (9) arranged in such a manner that IR light is reflected fi-om the IR 
diode to the IR detector by the finger when the finger is applied to or is in the proximity of the 
user surface of the movable physical member (see column 5, lines 47-column 6, line 4). 

With reference to claims 5-7, Wallace teaches that the IR diode (2) and the IR detector 
(9) are positioned at a base of the member, and that two light guides (4, 8) extend fi-om the base 
of the member to the user surface of the member (see Figure 1). 

With further reference to claims 6 and 7, Wallace fails to specifically teach the usage of 
the depression of a micro switch or the shorting of conductive areas to sense when a finger is 
applied to a user surface. However, the examiner takes Official Notice that the usage of optical 
detectors, switches, conductive surface (i.e. methods of detection in touch panel device) are well 
known in the art for usage as well as to be interchangeable with one another. 

Therefore it would have been obvious to one having ordinary skill in the art at the time of 
the invention to allow the usage of a micro switch or conductive surface as opposed to an optical 
surface, as well known in the art, with a device similar to that which is taught by Wallace, 
thereby providing an alternative arrangement for the user to input information into the system. 

With reference to claims 8 and 10, Wallace teaches that the electronic device, being a 
mobile communications device, is provided with a display adapted to graphically display at least 
a part of the menu system (see column 7, lines 45-49). 
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With reference to claim 9, Wallace teaches the member as a joystick type device (see 
Figure 1). 

With reference to claims 11 and 12, see claim 3, above. 

With reference to claim 13, further comprising Wallace teaches operating the physical 
member to activate a command at any chosen position (col. 2, lines 47-65) in the hierarchically 
organized menu system. 

With reference to claim 14 and 15, Wallace fails to specifically teach wherein said two 
conductive area are exposed to engage a finger applied to the user surface and said being 
electrically short circuited comprising electrical connection of either a resistive or capacitive 
coupling, through a part of the finger. However, the examiner takes Official Notice that the 
usage of a conductive surface (i.e. methods of detection in touch panel device), and where two 
conductive areas are exposed to engage a finger applied to the user surface and said being 
electrically short circuited comprising electrical connection of either a resistive or capacitive 
coupling, through a part of the finger are well known in the art. 

Therefore it would have been obvious to one having ordinary skill in the art at the time of 
the invention to allow the usage of where two conductive areas are exposed to engage a finger 
applied to the user surface and said being electrically short circuited comprising electrical 
connection of either a resistive or capacitive coupling, through a part of the finger, as well known 
in the art, with a device similar to that which is taught by Wallace, thereby providing an 
alternative arrangement for the user to input information into the system. 

With reference to claim 16, AAPA teaches wherein the movable physical member is 
depressable (page 2, line 2 of the spec) and arranged to activate a command at any chosen 
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position in the hierarchically organized menu system when depressed (page 2, lines 1-10 of the 
spec). 

Response to Arguments 

4. Applicant's arguments with respect to claims 1-16 and 20 have been considered but are 
moot in view of the new ground(s) of rejection. 

With respect to claims 1, 3 and 20, after carefiil consideration and review of the 
specification, the limitation of "without regard to the length of time that the finger is applied 
immediately preceding the removing and re-applying of the finger" is not supported by the 
specification. The portions of the specification as cited by the applicant are silent with regards to 
the limitation. The cited portions teach the timing once the finger is removed fi-om the device, 
not the applying of the finger preceding the removing of the finger. 

As this limitation is not supported by the specification, the remaining limitations of the 
instant application are taught by the combination of Wallace, AAPA and Bower; see rejection 
above. 

The finality of the previous office action is withdrawn. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SRJLAKSHMI K. KUMAR whose telephone number is 
(571)272-7769. The examiner can normally be reached on 7:00 am to 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Sue Lefkowitz can be reached on 571 272 3638. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Srilakshmi K Kumar/ 

Examiner 

Art Unit 2629 

SKK 

April 19, 2009 



